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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
10/17/2006 has been entered. 

Claim Rejections -35 USC §103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claim 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over US patent 
5967489, Nakazawa et al in view of US patent 5058935, Eidsmore. 

In regards to claim 1, in figure 2 below, Nakazawa et al discloses a fluid coupling 
comprising first and second coupling members having respective gasket holding 
annular ridges on butting end faces thereof; and 

an annular gasket interposed between the first and second coupling members, 
wherein each coupling member has a fluid channel comprising an opening passageway 
orthogonal to the butting end face thereof, and a slanting main passageway 
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communicating therewith, the opening passageway having a diameter equal to the 
inside diameter of the gasket holding annular ridge, and 

the gasket holding annular ridges are in contact with the gasket at its radial 
midportion so as (capable) to relieve the inner peripheral portion of the gasket from 
stress concentration and wrinkles. 




Nakazawa et al does not disclose the gasket holding annular ridges being rounded as to 
be in contact with flat, non-inclined faces of the gasket only at its radial midpoint. In 
Figure 5, Eidsmore teaches a gasket holding annular ridges (40) being rounded as to be 
in . contact with flat, non-inclined faces of the gasket (42) only at its radial midpoint 
because this a relatively conventional arrangement well known in the art (col. 4, lines 
24-26). As Eidsmore relates to pipe joints employing a metal gasket, it would have been 
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obvious to one having ordinary skill in the art the time the invention was made to 
fabricate rounded gasket holding annular ridges as to be in contact with flat, non- 
inclined faces of the gasket only at its radial midpoint because this a relatively 
conventional arrangement well known in the art, as taught by Eidsmore. 

Response to Arguments 
Applicant's arguments filed 10/17/2006 have been fully considered but they are 
not persuasive. 

Applicant argues that Eidsmore protrusions are arranged to contact an inner 
portion of the gasket, and not the radial midportion, as recited in claim 1 of the instant 
application. The Examiner appears to ignore this distinction in his remarks. However, 
FIG. 5 clearly shows contact at a point other than the radial midportion. The Examiner 
disagrees. It is well established that a recitation with respect to the manner in which an 
apparatus is intended to be employed, i.e., a functional limitation, does not impose any 
structural limitation upon the claimed apparatus which differentiates it from a prior art 
reference disclosing the structural limitations of the claim. In re Pearson , 494 F.2d 
1399, 181 USPQ 641 (CCPA 1974); In re Casey . 370 F.2d 576, 152 USPQ 235 (CCPA 
1967); In re Otto . 312 F.2d 937, 136 USPQ 458 (CCPA 1963). Where the prior art 
reference is inherently capable of performing the function described in a functional 
limitation, such functional limitation does not define the claimed apparatus over such 
prior art reference, regardless of whether the prior art reference explicitly discusses 
such capacity for performing the recited function. In re Ludtke . 441 F.2d 660, 169 
USPQ 563 (CCPA 1971). In addition, where there is reason to believe that such 
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functional limitation may be an inherent characteristic of the prior art reference, 
Applicant is required to prove that the subject matter shown in the prior art reference 
does not possess the characteristic relied upon. In re Spada , 91 1 F.2d 705, 15 
USPQ2d 1655 (Fed. Cir. 1990); In re King , 801 F.2d 1324, 1327, 231 USPQ 136, 138 
(Fed. Cir. 1986); In re Ludtke . 441 F.2d at 664, 169 USPQ at 566 (CCPA 1971); In re 

Shreiber , F.2d at , 44 USPQ2d 1429 (Fed. Cir. 1997). 

Further, Applicant claim does not identify the specific origin of the annular ridges 
radial midportion. 

In response to applicant's argument that Eidsmore shows the inner diameter of 
the gasket to be approximately equal to the diameter of the opening; and the flat face of 
the but end of the Eidsmore invention creates dead space, the test for obviousness is 
not whether the features of a secondary reference may be bodily incorporated into the 
structure of the primary reference; nor is it that the claimed invention must be expressly 
suggested in any one or all of the references. Rather, the test is what the combined 
teachings of the references would have suggested to those of ordinary skill in the art. 
See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981). 

In response to applicant's arguments against the references individually, one 
cannot show nonobviousness by attacking references individually where the rejections 
are based on combinations of references. See In re Keller, 642 F.2d 413, 208 
USPQ 871 (CCPA 1981); In re Merck & Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 
1986). 

Conclusion 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Aaron M. Dunwoody whose telephone number is 571- 
272-7080. The examiner can normally be reached on 7:30 am - 4:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Daniel P. Stodola can be reached on 571-272-7087. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system/call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Aaron M Dunwoody 
Primary Examiner 
Art Unit 3679 
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